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Global assessment of the likelihood of confusion where the similarity
between the signs resides in a weak or non-distinctive element — EU case
law
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Presenter Notes
Presentation Notes
This topic has been the subject of the CP5 Common Communication on the Common Practice of Relative Grounds of Refusal – Likelihood of Confusion (Impact of non-distinctive/weak components) published by the European Trade Mark and Design Network (now European Union Intellectual Property Network) on 2 October 2014

The Boards have recently published a case-law research report on this issue, and I have based my presentation on some of the findings in the report.

The report is a working document that reflects existing case law and the result of discussions within the Consistency Circles and the General Consistency Meeting of the BoA at the given date of the report. It does not have any binding effect on the BoA. It will be made available to the staff of the BoA and the public in general for information purposes only, once it has been approved by the Presidium.
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Weak elements of a sign — what does that mean?

No distinctiveness Weak distinctiveness Enhanced distinctiveness
I
| I 1
Minimal distinctiveness Average distinctiveness
BUT:

‘Where some elements of a sign are descriptive of the goods and services
in respect of which the trade mark is registered or of the goods and
services covered by the application for registration, those elements are
recognised as having only a weak, or even very weak distinctive
character.’
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So what is a weak element?

In decisions and judgments often no distinction is made between weak elements and elements that are entirely devoid of distinctive character.
It is often repeated in judgments and decisions that: ‘Where some elements of a… [sign] are descriptive of the goods and services in respect of which the [trade] mark is registered or of the goods and services covered by the application for registration, those elements are recognised as having only a weak, or even very weak distinctive character.’ 
(22/06/2010, T 490/08, Carbon Capital Markets, EU:T:2010:250, § 39; 15/10/2020, T 349/19, athlon custom sportswear (fig.) / Decathlon, EU:T:2020:488, § 55; 23/09/2014, T 341/13, So’bio etic (fig.) / SO...? et al., EU:T:2014:802, § 41; 26/01/2022, T 498/20, WOOD STEP LAMINATE FLOORING (fig.) / Step, EU:T:2022:26, § 45)

In some cases, an additional sentence puts the preceding statement into perspective: ‘Most often, it will be possible to recognise those elements as having distinctive character only because of their combination with the other elements of the [sign]’.
(23/11/2018, T 416/17, fino Cyprus Halloumi Cheese (fig.) / HALLOUMI, EU:T:2018:834, § 49; 23/11/2018, T 702/17, Papouis Halloumi Papouis Dairies LTD PAP since 1967 (fig.) / HALLOUMI, EU:T:2018:832, § 41)
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Case-law lines

Different case-law trends or just different factual assessments, but following the
same legal principles?

« A global appreciation of the visual, aural or conceptual similarity of the signs in
question, must be based on the overall impression given by the signs, bearing in
mind, in particular, their distinctive and dominant components (11/11/1997,
C-251/95, Sabel, EU:C:1997:528, § 23).

« Descriptive, non-distinctive or weak elements will not generally be considered
dominant in the overall impression conveyed by the signs, unless, particularly
because of their position or size, they are likely to make an impression on
consumers and be remembered by them.
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Inconsistencies have existed in case-law for years, as regards the examination of a likelihood of confusion where the similarity between the signs resided essentially in a weak or non-distinctive element.

These elements, unless negligible, cannot be entirely disregarded in the assessment of the similarity of the signs, as they affect the overall impression the signs produce. However, determining the weight of this impact on the similarity of signs and on the global assessment of likelihood of confusion has been the subject of debate in numerous judgments and decisions over the years.

Before 2019, two basic lines emerged in the case-law. The first line (11/12/2008, C‑57/08 P, ACTIVY Media Gateway / GATEWAY et al., EU:C:2008:718, 09/03/2007, C‑245/06 P, SELEZIONE ORO Barilla/ ORO, PACCO ORO, ORO SAIWA, EU:C:2007:160; 09/04/2003, T-224/01, Nu-Tride / TUFFTRIDE, EU:T:2003:107; 13/06/2006, T-153/03, Peau de vache, EU:T:2006:157; 13/12/2007, T-242/06, El charcutero artesano, EU:T:2007:391; 14/07/2011, T-160/09, Oftal Cusi, EU:T:2011:379; 13/07/2012, T-255/09, La Caixa, EU:T:2012:383 ) attributed a significant and often decisive role to the weak character of the elements of the signs (or the weakness of the signs themselves) in their comparison and also in the global assessment of the likelihood of confusion (the no-likelihood-of-confusion-oriented approach – further referred to as the ‘NO LoC-oriented’ approach). The second line (27/04/2006, C‑235/05 P, Flexi Air / FLEX, EU:C:2006:271; 15/03/2007, C‑171/06 P, Quantum, EU:C:2007:171; 22/01/2010, C‑23/09 P, Ecoblue / BLUE et al., EU:C:2010:35; 29/11/2012, C‑42/12 P, Alpine Pro Sportswear & Equipment, EU:C:2012:765; 11/12/2013, C‑91/14 P, Super Glue, EU:C:2014:2261; 30/01/2014, C‑422/12 P, Cloralex, EU:C:2014:57; 08/11/2016, C‑43/15 P, compressor technology (fig.) / KOMPRESSOR et al., EU:C:2016:837) gave less importance to this factor (the likelihood-of-confusion-oriented approach – further referred to as the ‘LoC-oriented’ approach).

Both lines, however, generally accepted the basic legal principles regarding the assessment of the similarity of the signs, as follows.

•	A global appreciation of the visual, aural or conceptual similarity of the signs in question, must be based on the overall impression given by the signs, bearing in mind, in particular, their distinctive and dominant components (11/11/1997, C‑251/95, Sabèl, EU:C:1997:528, § 23), and;

•	The comparison must be made by examining each of the signs in question as a whole, which does not mean that the overall impression conveyed to the relevant public by a composite sign may not, in certain circumstances, be dominated by one or more of its components. However, descriptive, non-distinctive or weak elements will not generally be considered dominant in the overall impression conveyed by the signs, unless, particularly because of their position or size, they are likely to make an impression on consumers and be remembered by them (22/02/2018, T‑210/17, TRIPLE TURBO (fig.) / ZITRO TURBO 2 (fig.), EU:T:2018:91, § 27).
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Case-law lines

The no-LoC oriented approach The LoC oriented approach

Comparison of the signs: Comparison of the signs:
e A weak or non-distinctive element has a limited < A weak or non-distinctive element is found dominant or
impact on the similarity of the signs: having an autonomous position that would attract

the attention of the public
% even if in fact visually prominent or placed at the

beginning of a sign, it is not considered to make a < due to its length — number of letters
memorable impression on the public (also not
usually found ‘dominant’)

% position at the beginning of the sign

Global assessment

« Even in the case of a mark of weak distinctive
character, there may be a likelihood of confusion
on account, in particular, of the existence of a similarity
between the signs and between the goods or services
covered

» Weak distinctiveness of the earlier mark is only one of
the factors in the global assessment - outweighed by
the degree of similarity of the signs/goods

Global assessment

« Similarity resulting from the weak elements is given
little significance in the global assessment

* Weak earlier trade marks are given a corresponding
scope of protection
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As said earlier, two different approaches were identified in the way these principles were applied to the facts of a case.

In the no-likelihood-of-confusion-oriented approach – further referred to as the ‘NO LoC-oriented’ approach, in the comparison of the signs, weak elements were very rarely found ‘dominant’ (in the sense of being ‘important’, ‘determinant’). Bearing in mind the general rule that a weak or non-distinctive element has a limited impact only, this case-law line interpreted the exception where such an element could be regarded as ‘dominant’ narrowly. Behind that consideration was the fact that exceptions to general rules should be interpreted restrictively. Even elements that were visually eye-catching or placed at the beginning of a sign, were not considered to make a memorable impression on the relevant public. Weak and non-distinctive elements were also generally given little significance in the assessment of the similarity between the signs (13/06/2006, T-153/03, Peau de vache, EU:T:2006:157, § 33, 43, 45; T-210/17, TRIPLE TURBO (fig.) / ZITRO TURBO 2 (fig.), EU:T:2018:91, § 34).

In the likelihood-of-confusion-oriented approach – further referred to as the ‘LoC-oriented’ approach, this exception was more often interpreted broadly (11/02/2015, T-395/12, Solidfloor The Professional’s choice (fig.) / SOLID floor (fig.), EU:T:2015:92, § 32 ). Moreover, even where a non-distinctive or weak element was not expressly found to be ‘dominant’, more importance was afforded to it. For example, those elements were referred to as having an ‘autonomous position that would still attract the attention of the public’ (e.g. due to their length – number of letters – or position at the beginning of the sign) (22/11/2018, T-59/18, FEMIVIA / FEMIBION INTIMA et al., EU:T:2018:821, § 33; 10/07/2012, T-135/11, Cloralex, EU:T:2012:356, § 35; 20/11/2017, T 403/16, Immunostad / ImmunoStim, EU:T:2017:824, § 26-27).

The differences between these approaches were also apparent in the global assessment of the likelihood of confusion. In the NO LoC-oriented approach, the similarities between the signs resulting from an overlap in a mere non-distinctive or weak element had only a limited impact in the global assessment of the likelihood of confusion (20/09/2018, T-266/17, UROAKUT / UroCys (fig.) et al., EU:T:2018:569, § 79; 22/02/2018, T-210/17, TRIPLE TURBO (fig.) / ZITRO TURBO 2 (fig.), EU:T:2018:91, § 73). Moreover, when the earlier sign as a whole was considered ‘weak’, its scope of protection was held to be narrow, given the degree of its inherent distinctive character. Although these judgments and decisions did not question that, in principle, the weak distinctive character of an earlier trade mark does not always preclude the likelihood of confusion, this conclusion was rarely reached.

Conversely, in the LOC-oriented approach, the issue of the weak distinctive character of the elements of the signs was often not addressed at all at the global assessment stage (17/09/2015, T-323/14, Bankia / BANKY, EU:T:2015:642) (or was merely mentioned as an aside, such as, for example, that the weak distinctive character would not call into question the likelihood of confusion (11/02/2015, T-395/12, Solidfloor The Professional’s choice (fig.) / SOLID floor (fig.), EU:T:2015:92, § 46, confirmed by 19/11/2015, C-190/15 P, Solidfloor The Professional’s choice (fig.) / SOLID floor (fig.), EU:C:2015:778, § 44 )). Where this was nevertheless addressed, after admitting that the distinctive character of the earlier trade mark and/or element of the signs must be taken into account, the Court would regularly highlight that it was only one factor among others involved in that assessment and simply compensated the weakness of the overlapping element with the overall similarity of the signs and of the similarity or identity of the relevant goods and services (08/11/2016, C-43/15 P, compressor technology (fig.) / KOMPRESSOR et al., EU:C:2016:837, § 57; 29/11/2012, C-42/12 P, Alpine Pro Sportswear & Equipment, EU:C:2012:765, § 61, 63). [[It was also often reiterated that attributing too much importance to the weak distinctive character of the earlier trade mark may lead to: ‘disregarding the notion of the similarity of the… [signs] in favour of one based on the distinctive character of the earlier [trade] mark, which would then be given undue importance’ (27/04/2006, C-235/05 P, Flexi Air / FLEX, EU:C:2006:271, § 45; 08/11/2016, C-43/15 P, compressor technology (fig.) / KOMPRESSOR et al., EU:C:2016:837, § 58; 12/11/2008, T-7/04, Limoncello, EU:T:2008:481, § 58; 16/09/2009, T-400/06, zerorh+, EU:T:2009:331, § 75; 15/03/2007, C-171/06 P, Quantum, EU:C:2007:171, § 41; 29/11/2012, C-42/12 P, Alpine Pro Sportswear & Equipment, EU:C:2012:765, § 62; 11/12/2013, C-91/14 P, Super Glue, EU:C:2014:2261, § 22 ) and that: ‘the result would be that where the earlier [trade] mark is only of weak distinctive character a likelihood of confusion would exist only where there was a complete reproduction of that… [sign] by the… [sign] applied for, whatever the degree of similarity between the… [signs] in question’ (27/04/2006, C-235/05 P, Flexi Air / FLEX, EU:C:2006:271, § 45; 16/09/2009, T-400/06, zerorh+, EU:T:2009:331, § 74-75).]]

These two case-law lines must be put into perspective. According to F1-LIVE (24/05/2012, C -96/11 P, F1-Live, EU:C:2012:314), an earlier trade mark cannot be considered entirely devoid of distinctive character (regardless of the perception of the relevant public), simply by virtue of its registration.
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LoC oriented approach

...assuming that an earlier national trade mark is in fact descriptive in respect of some of
the goods for which it has been registered and that its protection leads to improper
monopolisation of the descriptive indication in question, such a consequence must be
remedied not by an application of Article 8(1)(b) EUTMR...., but by invalidity proceedings
brought in the Member State...

08/11/2016, C-43/15 P, COMPRESSOR TECHNOLOGY, § 68

Giving predominant relevance to the weak distinctiveness of the earlier mark would have
the effect of neutralising the factor of the similarity of the marks in favour of one based on the
distinctive character of the earlier mark, which would then be given undue importance. The
result would be that, where the earlier mark is of only weak distinctive character, a likelihood
of confusion would exist only where there was a complete reproduction of that mark by the
mark applied for, whatever the degree of similarity between the signs at issue. Such a result
would not, however, be consistent with the very nature of the global assessment.

15/03/2007, C-171/06 P, Q QUANTIM (fig.) / Quantieme (fig.), EU:C:2007:171, § 41
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In COMPRESSOR TECHNOLOGY (08/11/2016, C-43/15 P, compressor technology (fig.) / KOMPRESSOR et al., EU:C:2016:837, § 68), the CJ held that ‘assuming that an earlier national trade mark is in fact descriptive in respect of some of the goods for which it has been registered and that its protection leads to improper monopolisation of the descriptive indication in question, such a consequence must be remedied not by an application of Article 8(1)(b) [EUTMR] excluding those goods as a matter of principle from the protection which that provision confers on the earlier trade marks, but by invalidity proceedings brought in the Member State concerned by virtue of Article 3(1)(b) and (c) [Directive 2008/95/EC]’.

Also, in Q QUANTIM (15/03/2007, C‑171/06 P, Q QUANTIM (fig.) / Quantieme (fig.), EU:C:2007:171, § 41), citing Flexi Air (27/04/2006, C-235/05 P, Flexi Air / FLEX, EU:C:2006:271, § 45), the Court held that
giving predominant relevance to the weak distinctiveness of the earlier mark would have the effect of neutralising the factor of the similarity of the marks in favour of one based on the distinctive character of the earlier mark, which would then be given undue importance. The result would be that, where the earlier mark is of only weak distinctive character, a likelihood of confusion would exist only where there was a complete reproduction of that mark by the mark applied for, whatever the degree of similarity between the signs at issue. Such a result would not, however, be consistent with the very nature of the global assessment.

This line of reasoning in Court and BoA case law strengthened the LOC-oriented approach and often awarded non-distinctive or very weak marks a rather broad scope of protection. This occurred despite the Grand Board’s decision in ULTIMATE GREENS (18/09/2013, R 1462/2012-G, ULTIMATE GREENS / ULTIMATE NUTRITION (fig.) et al.), which adopted a position more along the NO LOC-oriented approach.
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No-LoC oriented approach

...the ratio legis of trade mark law is to strike a balance between the
interest which the proprietor of a trade mark has in safequarding its essential
function, on the one hand, and the interests of other economic operators
in having signs capable of denoting their products and services, on the other...
It follows that excessive protection of marks consisting of elements which
have very weak distinctive character, if any, in relation to the services at issue
could adversely affect the attainment of the objectives pursued by trade
mark law, if,... the mere presence of such elements in the signs at issue led
to a finding of a likelihood of confusion without taking into account the
remainder of the specific factors in the present case.

18/01/2023, T-443/21, YOGA ALLIANCE INDIA INTERNATIONAL (fig.)/ yoga ALLIANCE (fig.),
EU:T:2023:7, § 117, 118
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From the overview of the latest case-law, it can be seen that in the majority of cases before the Boards and the Court the NO LOC-oriented approach has been applied. However, this line of case-law is still evolving.

For instance in Yoga Alliance it was held that…
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No-LoC oriented approach

Descriptive, non-distinctive or weak elements of complex signs generally have less
weight in the analysis of the similarity between the signs than elements of a greater
distinctiveness, which are also more able to dominate the overall impression created by
the mark.

Where the signs overlap in a descriptive, non-distinctive or weak element, the global
assessment of the likelihood of confusion will rarely lead to a finding that that
likelihood exists. Nevertheless, a finding that it exists cannot be ruled out in advance
and in any event without an assessment of the specific circumstances of the case.

A finding of a likelihood of confusion leads solely to the protection of a certain
combination of elements without, however, a descriptive element which forms part of
that combination being protected as such. Consequently, the proprietor of a complex
frade mark cannot in any event claim an exclusive right solely in one element of the

trade mark.
12/06/2019, C-705/17, ROSLAGSOL, EU:C:2019:481, § 53, 55, 58
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An important case-law development that may have marked the beginning of this period was the preliminary ruling in ROSLAGSÖL (12/06/2019, C-705/17, ROSLAGSÖL, EU:C:2019:481, § 53, 55, 58), where the CJ seems to have opted for the NO LOC-oriented approach. It reiterated the relevant basic principles as follows.

•	The descriptive, non-distinctive or weak elements of a complex sign generally have less weight in the analysis of the similarity between the signs than elements of a greater distinctiveness, which are also more capable of dominating the overall impression created by the sign.

•	Where the earlier sign and the contested sign overlap in a descriptive, non-distinctive or weak element, the global assessment of the likelihood of confusion (…) will not often lead to a finding that that likelihood exists. Nevertheless, a finding that a likelihood of confusion exists cannot be ruled out in advance and in any event without an assessment of the specific circumstances of the case.

•	A finding of a likelihood of confusion leads solely to the protection of a certain combination of elements without, however, a descriptive element which forms part of that combination being protected as such. Consequently, the proprietor of a complex trade mark cannot in any event claim an exclusive right solely in one element of the trade mark (...).

These considerations may have gradually changed the balance in favour of the NO LOC-oriented approach.
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« Overlapping non-distinctive or weak element accompanied by other
distinctive verbal elements

« Overlapping non-distinctive or weak element not accompanied by other
distinctive verbal elements

« Single word signs with a weak suffix, prefix or root

» Overlapping figurative elements
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For the purposes of the case law research report, the cases have been divided into subcategories according to scenarios, with the aim of trying to identify trends based on the particular factual situation.
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Overlapping non-distinctive or weak element accompanied by other distinctive verbal elements

> No-LoC:

) Dr. Jacob's

essencidl essential

09/09/2020, T-879/19, Dr. Jacob’s essentials (fig.) / COMPAL essential (fig.) et al., EU:T:2020:401

o

WORKSPACE UMA WORKSPACE

28/05/2020, T-506/19, Uma workspace / WORKSPACE (fig.) et al., EU:T:2020:220
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The first scenario, which is also the most consistent scenario in case-law concerns signs where the overlapping non-distinctive or weak element is accompanied, in either or both signs, by a distinctive verbal component. In all the cases identified that fall within this category, the GC found that there was no likelihood of confusion.

In this category of cases, the GC often denied the overlapping non-distinctive or weak element a ‘dominant’ role in the overall impression of the signs, even where the element was visually outstanding or at the beginning of the signs (13/05/2020, T-381/19, City Mania / City Lights, EU:T:2020:190). Moreover, even where the degree of similarity of the signs was considered average and the goods or services were identical, no likelihood of confusion was found, as the similarity resulting from the overlapping non-distinctive or weak element was considered to have little weight in the global assessment.

In Dr. Jacob’s essentials (09/09/2020, T-879/19, Dr. Jacob’s essentials (fig.) / COMPAL essential (fig.) et al., EU:T:2020:401, § 52) the similar elements in common ‘essential’ and ‘essentials’, due to their very low degree of distinctiveness, were not considered to be dominant. They did not offset the other elements of the signs (particularly, the verbal elements ‘Dr. Jacob’s’ in the contested sign and ‘Compal’ in some of the earlier trade marks) to the point of making them negligible.
By the way, in these slides the earlier mark is always on the left side and the contested sign at right.
The signs were found to be visually, aurally and conceptually similar to a low degree. Confirming the BoA’s decision, no likelihood of confusion was found even for identical goods and by an average degree of attention of the relevant public, as the similarities resulting from the overlapping weak elements were insufficient to offset the differences.

Similarly, in UMA WORKSPACE (28/05/2020, T-506/19, Uma workspace / WORKSPACE (fig.) et al., EU:T:2020:220, § 42-44, 47-49, 59), the General Court considered ‘workspace’ descriptive, while the element ‘UMA’ distinctive and dominant. The signs were found to be visually, aurally and conceptually similar to a very low or low degree due to the weak distinctive character of the term ‘workspace’. The Court endorsed the BoA’s decision that there was no likelihood of confusion, even for identical services, because of the limited impact of the overlapping weak element, the weak distinctive character of the earlier trade mark and the high degree of attention of the relevant professional public.
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> No-LoC:
e-POWER | VDL E.POWER

10/11/2021, T 755/20, VdI e-power / e-POWER (fig.) et al., EU:T:2021:769

KORRES

HYDRABIO

‘ HYDRA-BIOME

13/09/2023, T-328/22, EST. KORRES 1996 HYDRA-BIOME (fig.) / Hydrabio et al., EU:T:2023:533
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In VDL E-POWER (10/11/2021, T 755/20, Vdl e-power / e-POWER (fig.) et al., EU:T:2021:769, § 77), the GC considered that the signs were visually and aurally similar to an average degree and conceptually similar to a low degree, and the goods were partly identical. Yet, the GC confirmed the Board’s conclusion that there was no likelihood of confusion, as the earlier mark had a weak distinctive character, and so the overlapping element had less weight in the global assessment. Furthermore, the GC rejected the applicant’s arguments that such a finding would deprive the earlier trade mark of any protection. It stressed that the objective of Article 8(1)(b) EUTMR is to provide adequate protection to the proprietor, which means, only if there is a likelihood of confusion.

In EST. KORRES 1996 HYDRA-BIOME (13/09/2023, T‑328/22, EST. KORRES 1996 HYDRA-BIOME (fig.) / Hydrabio et al., EU:T:2023:533), where the applicant was from Greece, the GC, annulling the Board’s decision, held that the weakly distinctive character of the element which is common to the two signs (‘hydra’, ‘bio’) reduces the weight of these elements in the comparison of the signs, including in the visual and phonetic comparison. The ‘me’ ending, the figurative elements and the distinctive element ‘KORRES’ in the contested sign have a significant impact on the comparison of the signs, despite the dominant character of the word ‘HYDRA-BIOME’. Moreover, despite its position and smaller size, the verbal element ‘korres’ cannot be regarded as indicating a variation or sub-mark of the earlier mark, given that it is common ground that this element is distinctive. The GC ruled out any likelihood of confusion.
(23/03/2022, R 1410/2021-5, EST. KORRES 1996 HYDRA-BIOME (fig.) / Hydrabio et al.)

Korres Single Member SA Natural Products, Greece (Applicant / Appellant)
V
Naos SAS (Opponent / Defendant)
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> No-LoC:

ZHTA

g i
@ELIAAIKH i ZYeonoilA

€Za

01/02/2023, R 2929/2014-4, { £Za (fig.) / Z ZHTA (fig.)
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01/02/2023, R 2929/2014-4, ζ ƐΖα (fig.) / Z ZHTA (fig.)


THESSALY BREWERY LTD, Greece (Opponent / Appellant)
V
ΕΛΛΗΝΙΚΗ ΖΥΘΟΠΟΙΙΑ ΑΤΑΛΑΝΤΗΣ Α.Ε., Greece (Applicant / Defendant) 

Earlier mark was Greek.

The Board held that the earlier mark’s elements ‘ΘΕΣΣΑΛΙΚΗ’ and ‘ΖΥΘΟΠΟΙΪΑ’ are descriptive and thus their distinctiveness in relation to the goods in Class 32 (beers, non alcoholic beverages) is very low, if any.
The stylised depiction of the capital letter ‘Z’ may be allusive of beer or brewery, as confirmed also by the Greek courts.
The element ‘ZHTA’ has no direct relationship to the goods and services at hand. Therefore, despite presence of the elements with a reduced degree of distinctiveness, the earlier mark, as a whole, must be seen as having a normal distinctiveness.

The goods were deemed identical and the consumer’s attention was average.
The signs were found visually similar to a low degree and phonetically dissimilar. The impact of the conceptual resemblance was limited on account of the fact that the coinciding notions are purely descriptive (‘ΘΕΣΣΑΛΙΚΗ’) or allusive (‘Z’/‘ζ’) . Having regard to the significant differences stemming from different configuration, verbal and figurative elements, the Board found that they counteract any similarity on account of the presence of ‘Z’/‘ζ’ in both signs.
Moreover, in line with the final decision of the Greek courts, it couldn’t be ignored that the coinciding letter ‘Z’/‘ζ’ in the relevant context, can be seen by the relevant Greek public as allusive to brewing or beer and, hence, its impact is somewhat reduced. Therefore, the signs under comparison lead to different overall impression.
In the light of the foregoing considerations the Board found that the relevant public is unlikely to believe that the relevant goods and services, even if deemed identical, come from the same or economically linked undertakings. 
Finally, whilst not decisive for the assessment of the present case, the Board noted that the outcome of the decision at hand was in line with the relevant final judgments of the Administrative Court of Appeal of Athens (271/2022, 277/2022 and 349/2022 which found no likelihood of confusion between the marks in question. 

((The marks have been found to be visually and conceptually similar only to a remote degree and aurally dissimilar. Having regard to the significant differences stemming from the different configuration, verbal and figurative elements, they counteract any similarity on account of the presence of ‘Z’/‘ζ’ in both signs. The coinciding letter ‘Z’/‘ζ’ will be be seen by the relevant Greek public as allusive of brewing or beer and hence its impact is somewhat reduced. Therefore there is a different overall impression resulting in no likelihood of confusion nor association even in respect of identical goods and services.))
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Overlapping non-distinctive or weak element not accompanied by other distinctive verbal
elements

> LoC:

@ Vital 0‘. e granulat

GRANULAT2000
VITAL like nature

20/10/2021, T-351/20, Vital like nature (fig.) / VITAL (fig.), EU:T:2021:719
06/09/2023, T-557/22, granulat (fig.) / GRANULAT 2000 (fig.) et al., EU:T:2023:505

The Feed. Feed.

31/01/2024, T-26/23, Feed. (fig.) / The Feed. (fig.) et al., EU:T:2024:48
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Even after ROSLAGSÖL, the case-law is less straightforward in the assessment of similarity between the signs and likelihood of confusion where the signs overlap in a non-distinctive or weak element, and do not contain any additional distinctive verbal element that could attract the public’s attention. Most cases followed the NO LoC-oriented approach. However, there are still some isolated judgments and BoA decisions that followed the other approach.

In VITAL LIKE NATURE (20/10/2021, T 351/20, Vital like nature (fig.) / VITAL (fig.), EU:T:2021:719, § 46-47, 56, 58, 61, 65, 69-74), the GC followed the LoC-oriented approach. The element ‘VITAL’ was found dominant in both signs despite its weakness, in particular, because the other elements were non-distinctive, not particularly memorable and incapable of diverting the public’s attention from the verbal component. The signs were visually, aurally and conceptually similar to an average degree. The Court referred to ROSLAGSÖL and admitted that where the overlapping element is weak, likelihood of confusion constitutes the exception rather than the rule. Nevertheless, considering all the relevant factors and their interdependence, it concluded that the case fell within the exception. Despite the weak distinctive character of the earlier trade mark, it confirmed the BoA that there was a likelihood of confusion.

In GRANULAT (06/09/2023, T‑557/22, granulat (fig.) / GRANULAT 2000 (fig.) et al., EU:T:2023:505 § 42-44, 46, 70-72), the GC considered, in relation to goods and services relating to the plastics industry, that ‘granulat’ was not descriptive but only weak, due its to allusiveness to granulate. The figurative elements were found to be not particularly memorable and decorative, while the element 2000 secondary and non-distinctive. Overall, the signs were found visually and conceptually similar to an average degree, and phonetically to a high degree. Likelihood of confusion was found.

Likelihood of confusion was also found in a very recent case Feed (31/01/2024, T‑26/23, Feed. (fig.) / The Feed. (fig.) et al., EU:T:2024:48, § 82, 83). The GC held that the Board of Appeal did not make an error of assessment in finding that the earlier mark had a high degree of visual and phonetic similarity with the mark applied for. As regards the conceptual comparison of the marks at issue, they are, for part of the relevant public, conceptually similar at least to a high degree, whereas, for another part of that public, they are not comparable. 
Therefore, even if there is a low degree of similarity between the services in Class 35 and those in Class 43, the level of attention of the relevant public in relation to the latter is high and the earlier mark is weakly distinctive with regard to the part of the public that understands the word ‘feed’, it must be held that, in so far as the mark applied for reproduces almost exactly two elements of the earlier mark, there will be a likelihood of confusion on the part of that public, which will have to rely on its imperfect recollection.

OBS: could have found easily LoC for the public not understanding the word ‘feed’, but did not really separate the assessment and clearly found LoC also for the EN-speaking public.
Here it was the reproduction that counted.
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Some examples of no LoC re marks where there are no distinctive verbal elements:

In CARAJILLO LICOR 43 CUARENTA Y TRES (08/03/2019, T-326/18, CARAJILLO LICOR 43 CUARENTA Y TRES (fig.) / Carajillo (fig.), EU:T:2019:149, § 65, 72), the GC stressed that when the signs overlap in a weak element, this factor must be taken into account in the global assessment of the likelihood of confusion by giving less weight to the similarity resulting from this overlap. Although the signs overlapped in the descriptive verbal element ‘carajillo’ (a coffee with a shot of hard liquor added), this was not sufficient for one to be considered a sub-brand or a variant of the other. Moreover, that verbal element was differently stylised and the signs differed in other figurative elements. The Court confirmed the BoA’s decision that there was no likelihood of confusion.

In VERONESE (23/09/2020, T-608/19, VERONESE (fig.) / Veronese, EU:T:2020:423, § 70-73, 94), the GC found that the Board erred in giving greater importance to the weak verbal element ‘Veronese’ (goods at issue: decorative and ornamental figures versus paint glass) in the contested sign. Rather, equal weight should have been given to the verbal and figurative elements in the contested sign. The GC stressed that the conceptual similarity between the signs played only a minor role in the assessment of the likelihood of confusion when it resulted from an overlap in a weak element. The low degree of similarity between the goods could not be compensated, in the present case, by the average degree of visual and conceptual similarity between the signs and their aural identity, given the weak distinctive character of the earlier mark. The GC annulled the BoA’s decision and concluded that there was no likelihood of confusion.


R EUVIPO

EUROPEAN UNION
INTELLECTUAL PROPERTY OFFICE

> No-LoC 09

MUSEUM OF I
ILLUSIONS ILLUSIONS

12/05/2021, T-70/20, MUSEUM OF ILLUSIONS (fig.) / MUSEUM OF ILLUSIONS (fig.), EU:T:2021:253

| O |
) ©
-
-

=3

F O |

12/05/2021, T-637/19, AQUA CARPATICAAC AC AQUAAC BOTTLE (3D) / VODAVODA BOTTLE (3D) et al.,
EU:T:2021:255
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Likewise, in MUSEUM OF ILLUSIONS (12/05/2021, T-70/20, MUSEUM OF ILLUSIONS (fig.) / MUSEUM OF ILLUSIONS (fig.), EU:T:2021:253, § 47, 59, 95-97) the verbal elements were descriptive, and the signs as a whole weak in view of the combination of the verbal elements with figurative elements. The GC reiterated that descriptive or weak elements in a composite sign will generally not dominate the overall impression conveyed by that sign, therefore, the figurative elements must rank at least equally with the verbal elements. Consequently, the BoA erred in holding that the verbal elements made a greater impression on the public than the figurative elements. The signs were conceptually and aurally identical, and visually similar to a low or even average degree, and the relevant services in Class 41 partly identical and partly similar. Yet, the descriptiveness of the overlapping verbal elements and the weakness of the earlier trade mark (which entitled it to less extensive protection) did not justify a finding of a likelihood of confusion. The GC annulled the BoA’s decision and concluded there was no likelihood of confusion.

In this case the BoA had assessed the likelihood of confusion as regards the Greek public, saying that it would understand the meaning of the EN word ‘museum’ but not the meaning of the EN words ‘of’ and ‘illusions’. The GC held that the word ‘of’ is part of basic EN vocabulary but that a non-negligible part of the relevant Greek public will not understand the word ‘illusions’.
The GC held that the part of the relevant Greek public which does not understand the word ‘illusions’ will perceive the expression which is common to the signs at issue, namely ‘museum of illusions’, as referring to a museum of the same type or relating to the same theme, even though it will remain unaware of the specific type or theme of that museum. That expression will be perceived as being descriptive of the services at issue, namely museum services, and must therefore be held to have a weak inherent distinctive character.


In AQUA CARPATICA AC AC AQUA AC BOTTLE (3D) (12/05/2021, T-637/19, AQUA CARPATICA AC AC AQUA AC BOTTLE (3D) / VODAVODA BOTTLE (3D) et al., EU:T:2021:255, § 98), the shape of the bottle, common to both signs, was considered to have, at most, a weak distinctive character. Moreover, the impact of the conceptual similarity resulting from the overlap in meanings of ‘voda’ (meaning water) and the well-known corresponding Latin expression ‘aqua’ for the Bulgarian, Czech, Polish, Slovak and Slovenian public (the part of the public arguably more prone to confusion) was considered to be very low and, therefore, not decisive for the purposes of the global assessment of the likelihood of confusion. The GC confirmed the BoA’s decision that there was no likelihood of confusion.
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24/10/2019, T-58/18, Xocolat / LUXOCOLAT, EU:T:2019:759
24/03/2021, T-168/20, Creatherm / Ceretherm, EU:T:2021:160

Hylo-Vision Hydrovis:en financify Financery

27/01/2021, T-817/19, Hydrovision (fig.) / Hylo vision, EU:T:2021:41
03/05/2023, T-7/22, Financery / financify, EU:T:2023:234
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The analysis of recent case-law shows that probably the most challenging scenario is the comparison of single word signs with a weak suffix, prefix or root.

The GC has not always been consistent in its reasoning to justify the outcome in particular cases. For example, regardless of the final outcome, the GC has considered the general principle of greater impact of the beginning of signs not applicable.

According to the NO LoC-oriented approach, a non-distinctive or weakly distinctive beginning usually precluded the application of this principle, because an element with limited capacity to identify origin would prompt the public to focus more on other, more distinctive elements (see AQUAPRINT, DERMOFAES, NATURANOVE, BIOPLAST BIOPLASTICS FOR A BETTER LIFE and SHOPPI).

Conversely, in the LOC-oriented approach, the GC has not attributed much importance to the greater degree of distinctiveness of the different beginnings of signs, reasoning that the overlap in the weak endings still considerably contributed to the overall impression of the signs (see XOCOLAT, HYDROVISION and CREATHERM).

Here you see some examples:

[[In XOCOLAT (24/10/2019, T-58/18, Xocolat / LUXOCOLAT, EU:T:2019:759, § 49, 72), the GC emphasised that the earlier sign fully incorporated the contested sign and the goods were identical. Although the weak distinctive character of the contested sign was noted, no conclusions were drawn from it. The Court merely stated that the overlap in the evocative ‘Xocolat’ cannot be neutralised by the fist letters ‘LU’ of the earlier sign. The Court did not apply the principle of greater impact of beginning of signs. It also took the view that a simple statement by the Board that there was a likelihood of confusion even though the earlier trade mark was weak and the contested sign did not constitute a complete reproduction of the earlier sign, was considered to be sufficient reasoning for assessing the impact of an overlap in a weak element on the global assessment. The Court confirmed the BoA’s decision that there was a likelihood of confusion.

In CREATHERM (24/03/2021, T-168/20, Creatherm / Ceretherm, EU:T:2021:160, § 80), the GC stated that although ‘-therm’ had, at most, a very low degree of distinctiveness, it could not be regarded, on that ground alone, as negligible in the assessment of the visual similarity of the signs. The GC rejected the argument relating to the lesser importance of that element as a suffix at the end of the signs, adding that the beginnings of the signs also had some similarities. Furthermore, the conceptual similarity resulting from the overlap in the (weak) concept of thermal insulation increased the similarity between these signs in the eyes of the relevant public. These considerations were made despite the fact that the ‘crea’ beginning in the contested sign was held to allude to ‘creativity’, while the ‘cere’ beginning in the earlier sign was meaningless. The GC confirmed the BoA’s decision that there was a likelihood of confusion.

In HYDROVISION (27/01/2021, T-817/19, Hydrovision (fig.) / Hylo vision, EU:T:2021:41, § 65-66, 117-118), the GC considered the overlapping ending ‘vision’ descriptive for the goods (medical preparations, including eye drops). The Court stated that even if the earlier trade mark was weak, the identity between the goods and the similarities between the signs were sufficient to find a likelihood of confusion. The Court reached that conclusion despite the fact that the ‘hydro’ beginning in the contested sign was meaningful, while the ‘hylo’ beginning in the earlier sign not. The Court reiterated the reasoning that the weak distinctive character of the earlier trade mark is only one factor among others and did not preclude a finding of a likelihood of confusion where the signs were similar overall. The Court confirmed the BoA’s decision that there was a likelihood of confusion.]]

Finally, in FINANCERY (03/05/2023, T-7/22, Financery / financify, EU:T:2023:234, § 53, 55, 60, 67, 88-94), the CC confirmed that for part of the goods (which were found identical or similar) the common element ‘financ’ was descriptive since it referred to ‘finance’ or ‘financial’, while the suffixes ‘ery’ and ‘ify’ had a certain degree of distinctive character. The GC then stated that although the presence of two different letters in the conflicting signs may, to a certain extent, lead the relevant public to distinguish the signs in conflict, these elements are not able to counterbalance the similarities arising from the presence of the combination of the first six letters, placed in the same order, and, from the identical length of the signs. The signs were found visually and aurally similar to an average degree. Despite an average to higher level of attention, likelihood of confusion was confirmed.
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05/10/2020, T-602/19, NATURANOVE / NATURALIUM et al., EU:T:2020:470
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12/10/2022, T-222/21, Shoppi (fig.) / Shopify, EU:T:2022:633
17/05/2023, R 200/2023-1, algoskin (fig.) / AllergoSkin
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Decisions illustrating the no-LoC oriented approach, with the outcome of no-LoC

In AQUAPRINT (23/05/2019, T-312/18, AQUAPRINT / AQUACEM et al., EU:T:2019:358, § 61, 72), the GC held that the beginnings of the signs, due to their weak distinctive character, had no greater impact on the overall impression of the signs than their endings. Although there was some similarity between the signs due to that overlap, this similarity was not increased by any dominant or distinctive character by the term ‘aqua’. The signs were visually and aurally similar to a low degree. Although the element ‘PRINT’ was considered to be understood by the relevant public composed of highly attentive professionals, and the element ‘cem’ by part of the public (as a reference to cement), some, albeit low, conceptual similarity was also acknowledged. The Court confirmed the BoA that there was no likelihood of confusion.

The same line of arguments was followed in DERMOFAES (28/11/2019, T-643/18, DermoFaes / Dermowas, EU:T:2019:818) [[, where the GC stated that when the element at the beginning of the sign had a weak distinctive character, the relevant public would attach more importance to the more distinctive endings (as they were meaningless). The impact of the weak element ‘Dermo’ was marginal and did not produce a lasting impression on the relevant public. The Court confirmed the BoA’s decision that there was no likelihood of confusion.]]

The NO LoC-oriented approach was subsequently developed in NATURANOVE (05/10/2020, T 602/19, NATURANOVE / NATURALIUM et al., EU:T:2020:470, § 56, 74), where the Court referred to the Opinion of the Advocate General in BLACK LABEL BY EQUIVALENZA (14/11/2019, C-328/18 P, BLACK LABEL BY EQUIVALENZA (fig.) / LABELL (fig.) et al., EU:C:2019:974) and presented a view clearly different from the one following from HYDROVISION and the older case-law. It held that although the signs and the goods and services at issue were similar, this could not, alone, affect the outcome of the global assessment of the likelihood of confusion. In particular, the distinctive character of the earlier trade mark was of decisive importance. The Court reiterated that the more distinctive the earlier trade mark, the greater the likelihood of confusion, but stated that the opposite is also true. It underlined that in cases of a trade mark with a weak distinctive character, which thus has a reduced capacity to identify the goods or services, the degree of similarity between the signs should be high to justify a likelihood of confusion, or this would risk granting excessive protection to that trade mark and its proprietor. This consideration had to be put into perspective, as in this case, despite the fact that the signs shared the first six letters at the beginning (which made up 60 % of both signs), they were found to be visually, aurally and conceptually similar only to a low degree. This was due to the weak character of the first component of the signs (natura) and a lack of similarities in the endings. The Court annulled the BoA’s decision and concluded that there was no likelihood of confusion.

In Shoppi (12/10/2022, T-222/21, Shoppi (fig.) / Shopify, EU:T:2022:633, § 58-62, 65, 70, 74, 80-81,125-126), the Court stated that the descriptive beginning of the sign ‘Shop’ could not be regarded as dominant, as the remaining elements of the signs were not negligible. Moreover, the opponent’s argument referring to the number of letters in common (i.e. five out of six or seven, respectively) was rejected in view of the lesser weight that the descriptive element ‘SHOP’ had in the comparison of the signs. The endings ‘pi’ and ‘ify’ were considered to occupy an important distinctive position for the purposes of determining the commercial origin of the goods and services concerned. The signs were found visually and conceptually similar to a low degree and aurally similar to an average degree. In terms of the distinctive character of the earlier sign, the Court held that the ‘word element “ify”, while in itself of average distinctiveness for the non-English-speaking public, is shorter than the first element and is not in itself capable of conferring on the mark as a whole a level of distinctiveness higher than the minimum level required for registration’. The Court also referred to NATURANOVE, that ‘with regard to a trade mark with a weak distinctive character, and which thus has a lesser capacity to identify the goods or services for which it has been registered as coming from a particular undertaking, the degree of similarity between the signs should, in principle, be high to justify a likelihood of confusion, or this would risk granting excessive protection to that trade mark and its proprietor’. The Court confirmed the BoA’s decision that there was no likelihood of confusion.

In algoskin (17/05/2023, R 200/2023-1, algoskin (fig.) / AllergoSkin), where the applicant was from Greece, the Board, referring to NATURANOVE, annulled the Opposition Division’s decision and found no likelihood of confusion between the contested sign algoskin and the earlier mark AllergoSkin. Indeed, contrary to the contested decision, the Board found that the common element ’skin’ is a quite basic English word which is commonly used in the fields of medical products or beauty. Therefore, it is reasonable to assume that the relevant public throughout the EU will understand it as such. Consequently, it is weakly distinctive with respect to the goods at issue as it will be understood that the goods are aimed at skin. ‘Allergo’ was also considered weak as it alludes to the properties of such goods, namely, to be suitable for persons with allergies or that they won’t trigger any allergies. ‘Algo’ was meaningless at least for a vast majority of the relevant public and thus, it is normally distinctive with respect to the goods at issue. The differences between the signs were not negligible in the overall impression created by the signs, and they were able to compensate for the visual, phonetic and even conceptual similarities that result from the presence of the term ‘Skin’. Therefore, in view of the overall low degree of similarity between the marks resulting from the coincidence in the second element ‘Skin’ which is of a reduced distinctiveness with respect to the goods and services at issue, there is no likelihood that the average consumers will be led to believe that the goods at issue marketed under the mark applied for, come from the proprietor of the earlier mark, despite their shared ‘skin’ even if the mark applied for were to be used for identical goods.

ΔΗΜΗΤΡΙΟΣ ΚΑΤΙΔΗΣ, Greece (Applicant / Appellant)
V
ALLERGIKA Pharma GmbH, Germany (Opponent / Defendant)
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A HUMAN FIGURE WITH A SEMICIRCLE (fig.), EU:T:2019:789
11/11/2020, T-25/20, DEVICE OF A HORN (fig.) / DEVICE OF A HORN (fig.), EU:T:2020:537

20/12/2023, T-564/22, DEVICE OF A LION HEAD (fig.) / DEVICE OF A LION HEAD (fig.), EU:T:2023:851


Presenter Notes
Presentation Notes
Finally, the forth scenario concerns overlapping figurative elements

The comparison of signs that do not contain verbal elements relies on consumers’ imperfect recollection even more than the comparison of signs containing verbal elements.

In DEVICE OF A HUMAN FIGURE CENTERED OVER A BLUE ESCUTCHEON(14/11/2019, T-149/19, DEVICE OF A HUMAN FIGURE CENTERED OVER A BLUE ESCUTCHEON (fig.) / DEVICE OF A HUMAN FIGURE WITH A SEMICIRCLE (fig.), EU:T:2019:789, § 33, 47), the Court held that the signs were visually not similar, and a mere conceptual similarity was not enough for a finding of a likelihood of confusion despite the identity of the goods. The Court annulled the BoA’s decision and concluded that there was no likelihood of confusion.

An outcome that is less driven by the overall impression created by the visual similarity between the signs and more by the NO LOC-oriented approach can be seen in DEVICE OF A HORN (11/11/2020, T-25/20, DEVICE OF A HORN (fig.) / DEVICE OF A HORN (fig.), EU:T:2020:537, § 49). The Court recalled that the CJ held in PRIMART (18/06/2020, C-702/18 P, PRIMART Marek Łukasiewicz (fig.) / PRIMA et al., EU:C:2020:489, § 53) that, where the signs overlap in an element of weak distinctive character, the global assessment of the likelihood of confusion does not often lead to a finding that such a likelihood exists. Since in this case the earlier mark had a weak distinctive character, a likelihood of confusion was excluded, even if the signs were similar to an average degree and the services partly identical. The Court reiterated that the degree of distinctiveness of the earlier trade mark determined the extent of protection conferred by it. Where the distinctiveness of the earlier trade mark is low, the extent of protection is also low. The Court confirmed the BoA’s decision that there was no likelihood of confusion.

In DEVICE OF A LION HEAD (20/12/2023, T‑564/22, DEVICE OF A LION HEAD (fig.) / DEVICE OF A LION HEAD (fig.), EU:T:2023:851), the GC, annulling the Board’s decision, held that all the elements of the signs have a low degree of distinctiveness, and none of them is more distinctive than others. Nevertheless, the lion’s head was considered dominant due to its position and size. The signs were found visually similar to an average degree because the similarity between them resided not only in the weak, yet dominant element (lion), but also in other figurative elements, such as the circle serving as a background. Moreover, the GC criticised the Board for attributing too much importance to the conceptual identity of the signs. As the concept of a lion was considered banal and commonplace for clothing and jewellery and since in the relevant market the visual aspect was more important, the GC stressed that this conceptual identity should have had only a limited importance. In the light of the weak character of the earlier mark, the average degree of visual similarity was not sufficient for a finding of a likelihood of confusion, even for identical goods.
OBS: relevant territory Poland!
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13/05/2020, T-63/19, POLLEH (fig.) / POMALLKWU (fig.), EU:T:2020:195
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Last two cases

The scenario where the figurative elements of the signs coincide, yet the verbal elements differ is rather rare.

((Both parties from Poland:
Applicant - Vobro sp. Z o.o (Brodnica)
Opponent - Mieszko S.A. (Warsaw) ))

OD: rejected oppo
BoA (23/11/2022, R 2073/2021-5) annulled for Polish public
GC confirmed

In CHERRY PASSION (29/11/2023, T‑29/23, CHERRY Passion (fig.) / MIESZKO PRALINES CHERISSIMO (fig.) et al., EU:T:2023:765 ), the GC confirmed that a finding of a likelihood of confusion is possible where the weak figurative elements form a composition that can be considered distinctive to an average degree as a whole. In this case, the specific reproduction and arrangement of the figurative elements and the colour palette used in the marks at issue was, as a whole, considered by the GC to be distinctive to an average degree (despite the admitted weakness of the cherry concept). The Court confirmed the Board’s finding of a likelihood of confusion stressing that the contested sign reproduces the visual essence of the earlier mark, namely the overall composition, structure and the colour palette.

Similarly, in POШEH (13/05/2020, T-63/19, POШEH (fig.) / POMAШKИ (fig.), EU:T:2020:195, § 53, 64, 98), the Court stated that the weak distinctive character of the figurative elements did not call into question that the arrangement of the flowers and the figurative motif as a whole constituted the ‘most dominant’ part of the signs. It could not be excluded that the relevant public, showing a below-average degree of attention, confronted with identical goods such as sweets, sold under signs depicting a pattern consisting of, in the centre, arcs of three white flowers with yellow centres and recurring words written in Cyrillic characters (‘POMAШKИ’ and ‘POШEH’), all placed on a wholly or partly green rectangle, might assume that the signs originated from the same undertaking. The Court annulled the BoA’s decision and concluded that there was a likelihood of confusion.
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