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ARTICLE 7
ABSOLUTE GROUNDS FOR REFUSAL
1. THE FOLLOWING SHALL NOT BE REGISTERED:

(A) SIGNS WHICH DO NOT CONFORM TO THE REQUIREMENTS OF
ARTICLE 4
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15/03/2023, R 579/2022-2, POSITION D'UN WAGON DE TRAIN (final) and 13/04/2023, R 58, 59, 61/2021-2 POSITION
OF A COMBINATION OF PRESENTATIONAL FEATURES (Pending before GC T-361, 362, 363, 364/23)

Classes 9 12, 37, 42 Classes 7, 1«
Computer, fire extinguishers, railway wagons Agricultural, horticultural and forestry
construction and machinery, machine tools,

etc. Tractors, trailer coupling


Presenter Notes
Presentation Notes
Representation not clear and precise – Position mark – Decision confirmed – EUTM application rejected
The BoA confirms that the contested sign, applied for as a position mark, cannot be registered pursuant to Article 7(1)(a) EUTMR. The representation does not allow a clear and precise determination of the subject-matter for which protection is sought (Article 4 EUTMR).
The sign was applied for in relation to various goods and services, such as scientific apparatus; computers; fire extinguishers (Class 9); vehicles; locomotives (Class 12); construction and maintenance of vehicles (Class 37); engineering works (Class 42).
The BoA recalls that a position mark must be represented by submitting a reproduction that appropriately identifies the position of the mark and its size or proportion with respect to the relevant goods/services (Article 3(3)(d) EUTMIR). It finds that the representation does not adequately identify the position of the mark and its size or proportion with respect to the goods and services for which protection is sought, which are not shaped like a train carriage. Moreover, the grey rectangle, which seems to be the position mark, is not clearly identifiable. There might be an inscription on it, which is, however, illegible. In particular, contrary to the applicant's assertions, the verbal element ‘ALSTOM’ is not visible or legible on the representation. Therefore, the EUTM application does not comply with Article 4 EUTMR and Article 3(3)(d) EUTMIR.
The BoA adds that, assuming that the position mark consists of a grey rectangle on the left side of a vehicle in its upper part, that mark is not distinctive (Article 7(1)(b) EUTMR).


Agricultural machinery case challenged before the EGCClass 7: 'Agricultural, horticultural and forestry machinery; agricultural machines; agricultural machines; robotic mechanisms for agriculture; agricultural machine tools'.Class 12: Tractors for agricultural purposes; trailers [vehicles]; towbars for vehicles.Description of trade mark: The trade mark consists of the colours red [PMS 186], black [PMS Black] and yellow [PMS 7549] applied to the vehicle shown. The shape delimited by dashed lines is intended to show the position of the trade mark and is not part of the trade mark; no exclusive right is claimed for the shape of the vehicle itself.The case concerns the registrability of a position mark, as illustrated above, for agricultural machinery in Class 7 and tractors and trailers for agricultural purposes in Class 12. The examiner refused registration of the sign in its entirety on the basis of Article 7(1)(b) in conjunction with Article 7(2) EUTMR. The applicant filed an appeal. During the appeal proceedings, the rapporteur sent a communication to the applicant pursuant to Article 27(1) CTMR informing it that, before examining the validity of the examiner's reasoning in relation to Article 7(1)(b) CTMR, the Board of Appeal would consider refusing the contested trade mark (in whole or in part) on the basis of Article 7(1)(a) CTMR. The communication mentioned, inter alia, that an objection under Article 7(1)(a) CTMR could be raised for goods for which the positioning of the trade mark was unclear. This appeared to be the case for all goods, with the exception of the goods shown in the representation of the present EUTM application. The applicant was therefore requested to identify the goods covered by the representation of the EU trade mark application with sufficient clarity and precision. Otherwise, the application could be refused in its entirety without the Board of Appeal having to examine the examiner's findings on Article 7(1)(b) EUTMR. The applicant argued that the sign applied for was clearly identified under Article 4 CTMR; the sign consisted of the colours yellow, red and black, the different colours being distributed within the dotted lines in certain shapes and forms, and the order and positions were represented on the dotted outline of what is known commercially and technically as (disc harrow, disc plough) 'disc cultivator'.The Board of Appeal first of all deals with Article 7(1)(a) EUTMR. The Board first notes that, although no exclusive right is claimed for the shape as such, the position of the red-yellow-black colour combination covers the entire visible part of the product as shown in the illustration. The combination is therefore indistinguishable from the appearance of that product and inseparable from the product itself as shown in the representation. The applicant cannot file a graphic representation and at the same time claim a broader protection than that representation covers or which does not correspond to it, which is in direct contradiction to the rule that "what you see is what you get" (30 November 2017, T-102/15 - T-101/15, Blue and Silver, EU:T:2017:852, para. 77). Secondly, Article 3(2) EUTMIR provides that the description must be consistent with the representation and must not extend its scope. Therefore, this provision must be understood as meaning that the description may limit the scope of the representation if it is consistent with the representation. As can be seen from the description of the contested trade mark, the trade mark consists of the device as shown in the representation. Even if the representation did not show an implement, it is obvious that the mark applied for consists of the product depicted in the contested mark, namely a "disc plough". Therefore, the Board considers that, in the circumstances, protection is in principle sought for the position of the colour combination on the specific product, a disc plough, as shown in the illustration. The other goods in the broad category "agricultural machinery" are not "disc ploughs", so that the mark applied for is not represented in such a way as to enable the Office or the public to determine the clear and precise subject-matter of the protection to be granted to the applicant. The mere fact that a part of the goods - in this case "disc plough" - is covered by the broad category "agricultural machinery" does not justify the assumption that the broad category must therefore be accepted as such. Contrary to the applicant's argument, the Board therefore considers that Article 7(1)(a) EUTMR is relevant for those goods for which the positioning of the trade mark is unclear. This is the case for all goods, with the exception of the following goods, which are included in the broader category "agricultural machinery", namely "disc ploughs".----As regards the grounds under Article 7(1)(b) EUTMR, the Board confirms the examiner's decision. The Board points out that, although the mark applied for is not limited to the specific shape of the parts on which the colours are applied or to the shape of the goods as a whole, in the present case the colours are indistinguishable from the appearance of the parts of the designated goods, irrespective of the shapes mentioned. In those circumstances, it is necessary to examine whether the sign for which registration as a trade mark is sought departs significantly from the norm or customs of the sector concerned. The Board also recognises, in the light of the evidence before it, that it is common and established practice for the various manufacturers of agricultural equipment in Europe to use specific colour combinations for their agricultural equipment. Thus, a particular company's agricultural product will generally use only one colour or combination of colours. Moreover, a company that manufactures different types of agricultural equipment would use the same colour or colour combination. Furthermore, the Board can agree that the relevant public, i.e. farmers, are aware of this practice. Nevertheless, the goods in question are quite specific agricultural products, namely 'disc ploughs', aimed at a specific specialised agricultural public, which does not mean that the mark for which the assessment under Article 7(1)(b) CTMR is to be made is inherently distinctive. The Board points out that it is well known that the colours 'red' and 'yellow' are often used for safety purposes in order to ensure the visibility of the goods concerned on all types of equipment in various sectors, including the agricultural sector. These colours have a signalling effect which is of particular importance in relation to the goods in question not only when they are used as intended, but also when they are 'parked' or 'on the road' and present a potential danger to other road users. There is nothing particularly striking or remarkable about the colour combination as applied to the windscreen plough in the present case that would allow the relevant consumer to regard it as anything other than aesthetic, ornamental or 'design' elements intended to create a decorative effect or, at most, as colours or colour combinations chosen specifically for safety purposes. In view of these considerations, the Board of Appeal concludes that the mark applied for does not inherently function as an indication of the commercial origin of "disc ploughs". Thus, the sign is not inherently distinctive as required by Article 7(1)(b) EUTMR.
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15/03/2023, R 579/2022-2, POSITION D'UN WAGON DE TRAIN and 13/04/2023 (final), R 58, 59, 61/2021-2

POSITION OF A COMBINATION OF PRESENTATIONAL FEATURES (pending before GC)

A position mark must be represented in a form that adequately identifies the
positioning of the mark and the size or proportion in relation to the goods
concerned. (Article 3(3)(d) EUTMIR).

For a number of the goods and services applied for, the position mark is not
represented in such a way that the subject matter for which protection is sought
can be accurately and unambiguously identified.

The representation does not sufficiently reflect the position of the mark and its
size or its relationship to the goods and services concerned, which are not in the
form of a railway wagon or soil tillage implement.

The applications are therefore precluded by the ground for refusal in Article
7(1)(@) EUTMR in conjunction with Article 4 EUTMR.

The signs have no distinctive character for railway wagons and soil tillage
implements.
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ARTICLE 7
ABSOLUTE GROUNDS FOR REFUSAL
1. THE FOLLOWING SHALL NOT BE REGISTERED:

(B) TRADE MARKS WHICH ARE DEVOID OF ANY DISTINCTIVE
CHARACTER
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26/04/2021, R 2326/2019-1, YFOS (fig.)

Y TOS

Classes 14, 18, 25, 35: Jewellery, leather goods, clothing, footwear, headwear, retail
and wholesale services thereof.



Presenter Notes
Presentation Notes
https://euipo.europa.eu/eSearchCLW/#key/trademark/APL_20210426_R2326_2019-1_018041428 
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26/04/2021, R 2326/2010- 1, YFOS (fig.)

» Contrary to the examiner’s findings, the Board considers that the sign has the
minimum degree of distinctiveness.

» This term refers primarily to the character, expression or disposition of a person
and does not refer to a specific quality of goods, such as clothing and
accessories. It is not a synonym of the word ‘style’.

» Although the contested decision cites some isolated examples of use of the
term, the number of references is minimal and is not sufficient to prove
widespread use of the term "YFOS'’ for the goods and services, but rather proves
the opposite.

» The font used is peculiar and it does not correspond to any common font known
to the public. This is particularly important considering that in relation to fashion
items the visual impression is impactful.


Presenter Notes
Presentation Notes
Distinctive – Examiner’s decision annulled – EUTM application allowed
The BoA  finds that the sign is distinctive. 
The word “YFOS" essentially refers to a person's way of expression and behaviour, as reflected in particular in his or her face, expression, appearance or spoken and written language. This term refers primarily to the character, expression or disposition of a person and does not refer to a specific quality of goods, such as clothing and accessories. The word ‘YFOS’ does not designate an object or product. Therefore, the term ‘YFOS' is not directly descriptive of the goods applied for. It does not follow from the common meaning of the word 'YFOS' that it is an exact synonym of the word 'style', which is widely used in the field of fashion. It is not a common term used widely in the fashion sector. 

Although the contested decision cites some isolated examples of use of the term, the number of references is minimal and is not sufficient to prove widespread use of the term 'YFOS’ for the goods and services, but rather proves the opposite.

To the extent that the term ‘YFOS' may imply, in a general and vague way, that the clothing and accessories in question will in some way affect the 'presence or appearance or manners' of the wearer, the term in relation to the goods applied for is suggestive, since it is not a direct description of characteristics of the goods, but requires extensive mental processing and connotative interpretation.

The font used is peculiar and it does not correspond to any common font known to the public. This is particularly important considering that in relation to fashion items the visual impression is impactful.
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09/10/2023, R 1291/2023-2, POSITION OF A DESIGN ON THE SIDE OF THE SHOE

Class 9: Safety footwear
Class 25: Footwear


Presenter Notes
Presentation Notes
Distinctive – Position mark – Simple geometric element – Customs in the relevant market sector – Decision annulled – EUTM application allowed
Contrary to the examiner’s findings, the BoA considers that the contested sign has the minimum degree of distinctiveness required by Article 7(1)(b) EUTMR in respect of footwear, including protective footwear for work, in Classes 9 and 25. 
It points out that simple devices are increasingly common in clothing and footwear sectors. It is common for footwear manufacturers to use the same design on their products, which may be a design of lines, stripes, geometric shapes or a combination of these, always in the same place on the outside of the product, making it visible from a distance. In fact, it can be said that the average consumer of this type of product is accustomed to this type of positional marking and, can, in principle, be guided by it when purchasing the product. Furthermore, the extensive advertising of shoes with such simple designs has affirmed, in the eyes of the relevant public, the power of even a relatively simple design to act as a distinctive sign. 
Although it cannot be accept that any sign placed in such a position will automatically be perceived as a trade mark, the fact that the consumer identifies that particular area of the product as the one where manufacturers usually place their distinctive signs makes it possible to reduce, to a certain extent, the threshold of complexity required for the sign thus arranged to be able to fulfil its main function of identifying commercial origin, in comparison with other types of trade mark whose scope is much broader, such as word marks or figurative marks.
Consequently, the BoA finds that the combination of the geometric elements of which the contested mark consist and its specific positioning on the goods in question make it, taken as a whole, capable of conferring it a sufficiently memorable and striking character. The contested mark will not be perceived as a functional or exclusively decorative element in the context of the footwear.
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09/10/2023, R 1291/2023-2, POSITION OF A DESIGN ON THE SIDE OF THE SHOE

» Contrary to the examiner’s findings, the Board considers that the application for a
position mark has the minimum degree of distinctiveness.

» It is common for footwear manufacturers to use the same design on their products,
which may be a design of lines, stripes, or a combination of these, always in the
same place on the outside of the product, making it visible from a distance.

» In fact, it can be said that the average consumer of such a product is accustomed to
this type of positional marking and can, in principle, be guided by it when purchasing
the product.

» Although any sign placed in such a position will not automatically be perceived as a
trade mark, the fact that the consumer identifies that particular area of the product as
the one where manufacturers usually place their distinctive signs, makes it possible
to reduce, to a certain extent, the threshold of complexity required for the sign.
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13/09/2023, R 275/2023-4, TVAR VIRTUALNi STRELNE ZBRANE (fig.)

Classes 9, 35’ / ............... 7 I Ser\/iceS aimed
at virtual firearms


Presenter Notes
Presentation Notes
Non-distinctive – Shape of virtual goods – Relevant consumer – Decision confirmed – Case remitted to the examiner for examination of the acquired distinctiveness claim
The BoA upholds the examiner’s decision to refuse registration of the figurative mark depicting an assault rifle for goods and services in the form of virtual firearms or online entertainment, sporting or cultural services aimed at virtual firearms, in Classes 9, 35 and 41 due to lack of distinctive character within the meaning of Article 7(1)(b) EUTMR. The BoA agrees with the examiner that the contested mark does not deviate in any fundamental way from the usual representation of the weapon, and therefore, merely informs the public of the nature of the goods and services at issue in the relevant classes. 
Importantly, the BoA highlights that unlike the process of purchasing a genuine firearm, where conditions such as age and other factors must be met, the purchase of virtual goods is subject to more accessible conditions. Consequently, the consumer base is much wider and whilst it cannot be excluded that within the relevant public there will be professionals with a knowledge of (virtual) firearms, consumers who possess a lower level of attention/expertise will also be included in that group. Therefore, the examiner was correct in holding that the level of attention of the relevant consumer is average to high. 
The BoA also points out that the word elements (‘CZ BREN 2’) within the application are negligible and therefore are not sufficient to influence the absence of distinctiveness in its figurative elements. Furthermore, the BoA reiterates that design and trade mark are two distinct types of industrial property rights governed by different laws and having different criteria or conditions for registration. Therefore, the existing Community design has no direct effect on the distinctive character of the trade mark application in question.
Consequently, the BoA remits the case to the examiner for evaluation of the acquired distinctiveness claim under Article 7(3) EUTMR. 
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13/09/2023, R 275/2023-4, TVAR VIRTUALNi STRELNE ZBRANE (fig.)

» The Board agrees with the examiner that the contested mark does not deviate in
any fundamental way from the usual representation of the weapon, and
therefore, merely informs the public of the nature of the goods and services at
issue in the relevant classes.

» The Board highlights that unlike when purchasing a genuine firearm, where
conditions such as age and other factors must be met, the purchase of a virtual
firearm is subject to more accessible conditions which include professionals with
a knowledge of (virtual) firearms, but also consumers who possess a lower level
of attention/expertise. Therefore, the examiner was correct in holding that the
level of attention of the relevant consumer is average to high.

» The word elements (‘CZ BREN 2’) are negligible and are not sufficient to
influence the absence of distinctiveness in its figurative elements.
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20/09/2023, R 314/2023-2, Fromage découpé et arrangé en forme de coeur and 20/09/2023, R 315/2023-2,
MOUVEMENT DE LA DECOUPE DE DEUX PETITS FROMAGES



Presenter Notes
Presentation Notes
https://euipo.europa.eu/copla/image/UB2V7J5SX5HSOT2UA6C4K4UFFTGTDEVBKCKO5X5RKDNVUQRKCZ3JU6QHNDMXLHEVUZW2KROPOLDAU 

https://euipo.europa.eu/copla/image/UB2V7J5SX5HSOT2UA6C4K4UFFTGTDEVBKCKO5X5RKDNVUQRKCZ3GLM2GXIIGRFAE6OMWK4UA4V5Y2 
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20/09/2023, R 314/2023-2, Fromage découpé et arrangé en forme de coeur and 20/09/2023, R 315/2023-2,

MOUVEMENT DE LA DECOUPE DE DEUX PETITS FROMAGES

» The motion marks applied for have no distinctive character.

» The arrangement of a cheese in the shape of a heart is frequently used in the
cheese sector, e.g. in relation to Valentine's Day.

» The heart-shaped cutting of an unmarked oval cheese on a wooden board and
surrounded by some vegetables and bread is not perceived as an indication of
the commercial origin of the cheese.

» The relevant public will only perceive the applications as suggestions for a recipe
or an idea for the presentation of a cheese, which is a purely promotional
message.


Presenter Notes
Presentation Notes
Non-distinctive – Motion marks – Decisions confirmed – EUTM applications rejected
The BoA confirms the examiner’s decision that the contested signs are not distinctive (Article 7(1)(b) EUTMR). 
It recalls that the arrangement of a cheese in the shape of a heart is commonly used in the cheese sector, for example in the context of Saint Valentine. Accordingly, a video showing cutting a not branded oval cheese on a wooden board, arranged in a heart shape and surrounded by some vegetables and cereal bread will not be perceived as indicating the commercial origin of the cheeses. Instead, the relevant public will simply perceive the two motion marks as suggestions for a recipe or an idea of presentation for a cheese with a purely advertising character. The compositions of the scenes do not contribute to the distinctive character of the marks but rather reinforce the impression of seeing a recipe for cooking or an idea for the presentation of a cheese. Moreover, the cheeses being cut do not bear any distinctive element that would help to identify the commercial origin of the goods within the video constituting the motion marks. 
Therefore, the contested signs will not be perceived by the relevant public as indicating the commercial origin of the goods concerned. 
Furthermore, the BoA points out that the exceptions mentioned in the ‘Common Practice regarding new types of trade marks: examination of formal requirements and grounds for refusal’ (‘Common Practice CP11’) do not apply since the movements in the contested marks are not unusual and striking. Moreover, they do not create an unusual and striking visual impact that would be sufficient to render the contested marks distinctive in their overall impression.
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ARTICLE 7
ABSOLUTE GROUNDS FOR REFUSAL
1. THE FOLLOWING SHALL NOT BE REGISTERED:

(C) TRADE MARKS WHICH CONSIST EXCLUSIVELY OF SIGNS OR
INDICATIONS WHICH MAY SERVE, IN TRADE, TO DESIGNATE THE
KIND, QUALITY, QUANTITY, INTENDED PURPOSE, VALUE,
GEOGRAPHICAL ORIGIN OR THE TIME OF PRODUCTION OF THE
GOODS OR OF RENDERING OF THE SERVICE, OR OTHER
CHARACTERISTICS OF THE GOODS OR SERVICE
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20/10/20,R 544/2020-1, POLIS LOUTRON (fig.) & 09/11/2022, T-13/22, POLIS LOUTRON (fig.), EU:T:2022:688

POLIS LOUTRON

Classes 3, 44: cosmetics, essential oils and human hygiene and beauty care.


Presenter Notes
Presentation Notes
BOA: https://euipo.europa.eu/eSearchCLW/#key/trademark/APL_20211020_R0544_2020-1_018144809

GC: https://euipo.europa.eu/eSearchCLW/#key/trademark/ECJ_20221109_T-13_22_018144809
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20/10/20,R 544/2020-1, POLIS LOUTRON (fig.) & 09/11/2022, T-13/22, POLIS LOUTRON (fig.), EU:T:2022:688

» The sign is descriptive and non-distinctive.

» The sign is immediately perceived as a transliteration in the Latin alphabet of the
equivalent Greek phrase meaning either 'the bath(s) of the city’ or 'the city of
(thermal) baths' or 'Loutropolis’.

» Consumers will consider it to provide information that the products in Class 3 are
for use in spas, and the services (human hygiene and beauty care) are of public
spas located within urban areas.

» The stylistic elements of the mark at issue are insignificant.


Presenter Notes
Presentation Notes
Descriptive/Non-distinctive – Decision confirmed by GC– EUTM application rejected
The BoA confirms the examiner’s decision that the contested sign is descriptive and non-distinctive (Article 7(1)(c) and (b) EUTMR). 
The sign 'POLIS LOUTRON' is easily and immediately perceived as a transliteration in the Latin alphabet of the equivalent phrase in Greek, meaning either 'the bath(s) of the city’ or 'the city of (thermal) baths' or 'Loutropolis', meaning 'a settlement built near thermal springs.
It will be understood as "a building with special areas and facilities for body washing and/or hot springs located in an urban area". It is descriptive in relation to the goods and services at issue, as consumers will consider it to provide information that the products (including essential oils and aromatic extracts) are for use in spas, and the services (human hygiene and beauty care for hygienic purposes) are of public spas located within urban areas.
The stylistic elements of the mark at issue are insignificant. The verbal elements are reproduced in a simple font, in white, without any other stylistic feature which could create a particular impression on the consumer. The same applies to the background of the mark in brown and to the graphic element in blue underlining the words 'POLIS LOUTRON’. The figurative elements of the mark do not show any particularity in the way in which they are combined or the use of colours. The stylistic elements of the mark, individually and in combination with each other, are not likely to attract the attention of the relevant public to such an extent as to distract it from the descriptive meaning of the dominant word sign 'POLIS LOUTRON' so as to give the mark at issue a distinctive character.
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ARTICLE 7
ABSOLUTE GROUNDS FOR REFUSAL
1. THE FOLLOWING SHALL NOT BE REGISTERED:
(E) SIGNS WHICH CONSIST EXCLUSIVELY OF:

(I) THE SHAPE, OR ANOTHER CHARACTERISTIC, OF GOODS WHICH
IS NECESSARY TO OBTAIN A TECHNICAL RESULT
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11/10/2022, R 1151/2018-1, Device of two luminous yellow bands with a silver grey band between (fig.)

(confirmed by GC)

Classes 9, 1 er, semi-
manufacture


Presenter Notes
Presentation Notes
Class 9, synthetic rubber, semi-manufactured rubber products in the form of strips in Class 17, textiles and textile goods in Class 24, all these beingThe goods are protective clothing for firefighters and other parts which are incorporated into such clothing. The Board of Appeal confirms the examiner's decision and rejects the trade mark application under Article 7(1)(e)(ii) EUTMR (technical function) and does not examine Article 7(1)(b) CTMR. It concludes that all the features of the trade mark have the overall purpose of increasing the visibility of the goods by means of a reflection. As each of the essential elements of the trade mark applied for are functional features necessary to obtain a technical result for the goods concerned (visual identification indicators)The Board of Appeal also emphasises that the grounds for refusal listed in Article 7(1)(e) CTMR are excluded from the scope of the exception provided for in Article 7(3) CTMR. Therefore, even if the characteristics of the goods necessary to obtain a technical result have become distinctive through use, they cannot be registered as a trade mark. (Appeal) T-801/22 - Proceedings in progress


R EVIPO™™
NNNNNNNNNNNNN
INTELLECTUAL PROPERTY OFFICE

11/10/2022, R 1151/2018-1, Device of two luminous yellow bands with a silver grey band between (fig.)

(confirmed by GC)

» The goods are protective clothing for firefighters and other parts which are
incorporated into such clothing.

» The Board confirms the examiner's decision and rejects the trade mark
application as consisting exclusively of a technical function.

» It concludes that all the features of the application have the overall purpose of
increasing the visibility of the goods by means of reflection, which is a functional
feature necessary to obtain a technical result for the goods concerned, namely a
visual identification indicators.


Presenter Notes
Presentation Notes
(Appeal) T-801/22 - Proceedings in progress
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ARTICLE 7
ABSOLUTE GROUNDS FOR REFUSAL
1. THE FOLLOWING SHALL NOT BE REGISTERED:

(F) TRADE MARKS WHICH ARE CONTRARY TO PUBLIC POLICY OR
TO ACCEPTED PRINCIPLES OF MORALITY
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21/02/2023, R 1364/2022-5, Pablo Escobar, confirmed by General Court T-255/23

Pablo Escobar

Classes 3, 5, 9, 10, 12, 13, 14, 15, 16, 18, 20, 21, 24, 25, 26, 28, 29, 30, 31, 32,
33, 34, 35, 36, 37, 38, 39, 40, 41, 42, 43, 44, 45
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21/02/2023, R 1364/2022-5, Pablo Escobar, confirmed by General Court T-255/23

» The Board agrees with the examiner that the mark Pablo Escobar is against public
order and morality as it will be recognised as the suspected founder of the cartel de
Medellin and the presumed author of many crimes in Colombia.

» The Boards relied on the perception of the Spanish public as it is the most familiar
with Pablo Escobar due to the links between Spain and Colombia.

» The Spanish public would associate the name of Pablo Escobar with drug trafficking
and narco-terrorism and with the crimes and suffering resulting therefrom, rather than
with his possible good deeds in favour of the poor in Colombia.

» The trade mark would therefore be perceived as running counter to the fundamental
values and moral standards prevailing within Spanish society.
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ARTICLE 7
ABSOLUTE GROUNDS FOR REFUSAL
1. THE FOLLOWING SHALL NOT BE REGISTERED:
(G) TRADE MARKS WHICH ARE OF SUCH ANATURE AS TO DECEIVE

THE PUBLIC, FOR INSTANCE AS TO THE NATURE, QUALITY OR
GEOGRAPHICAL ORIGIN OF THE GOODS OR SERVICE
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09/10/2023, R 504/2023-5, SOLAR

SOLAR

Classes 9, 35, 42: software and electronic publications, etc.; software development services, etc;
computer services; business and office management and administration services, etc. none of
the aforesaid for or relating to ... energy solutions, ....
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09/10/2023, R 504/2023-5, SOLAR

» The Board upholds the examiner’s decision that the contested sign is deceptive.

» The term ‘solar’ will be immediately associated with solar energy, at least by the
relevant English-, German-, Portuguese-, Romanian- and Spanish-speaking
public.

» The contested goods and services may all relate to solar energy, such as solar
energy management solutions and/or intelligent energy management.

» The applicant’s negative restriction of the list of goods and services (‘none of the
aforesaid for or relating to [...] energy solutions’), creates a significant risk of
deception.



Presenter Notes
Presentation Notes
Furthermore, even if the term ‘solar’ were not considered to be deceptive in relation to the contested goods and services, it could not be registered as a trade mark, since it would be considered to be descriptive and non-distinctive under Article 7(1)(c) and (b) of the EUTMR, because it would merely describe the nature and purpose of the contested goods and services, namely that they relate to solar energy.
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Thank you



	Recent Boards of Appeal case law on absolute grounds
	Article 7��Absolute grounds for refusal��1.   The following shall not be registered:��(a) signs which do not conform to the requirements of Article 4
	Slide Number 3
	Slide Number 4
	Article 7��Absolute grounds for refusal��1.   The following shall not be registered:��(b) trade marks which are devoid of any distinctive character
	Slide Number 6
	Slide Number 7
	Slide Number 8
	Slide Number 9
	Slide Number 10
	Slide Number 11
	Slide Number 12
	Slide Number 13
	Article 7��Absolute grounds for refusal��1.   The following shall not be registered:��(c) trade marks which consist exclusively of signs or indications which may serve, in trade, to designate the kind, quality, quantity, intended purpose, value, geographical origin or the time of production of the goods or of rendering of the service, or other characteristics of the goods or service
	Slide Number 15
	Slide Number 16
	Article 7��Absolute grounds for refusal��1.   The following shall not be registered:��(e) signs which consist exclusively of:��(ii) the shape, or another characteristic, of goods which is necessary to obtain a technical result��
	Slide Number 18
	Slide Number 19
	Article 7��Absolute grounds for refusal��1.   The following shall not be registered:��(f) trade marks which are contrary to public policy or to accepted principles of morality��
	Slide Number 21
	Slide Number 22
	Article 7��Absolute grounds for refusal��1.   The following shall not be registered:��(g) trade marks which are of such a nature as to deceive the public, for instance as to the nature, quality or geographical origin of the goods or service��
	Slide Number 24
	Slide Number 25
	Slide Number 26

